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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 13 December 2006 , 
2a)l3 This action is FINAL. . 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IE1 Claim(s) 1-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
bM All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/fvlail Date. . 

3) S Information Disdosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 9/06 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev, 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070309 
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Final Rejection • 



The Status of Claims 
Claims 1-25 are pending. 
Claims 1-25 have been rejected. 



Claim Objections 

The objection of Claim 1 has been withdrawn due to the modification of the 
claim in the amendment. 

Claim Rejections - 35 USC g 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

The rejection of Claim 7 under 35 U.S.C. 112, second paragraph, has been 
maintained due to applicants' failure to modify the claim. 



Claim Reiections-35 USC 103 



1 . Applicants' argument filed 1 2/1 3/06 have been fully considered but they are not 
persuasive. 
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The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this OfTice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The rejection of Claims 1-25 under 35 U.S.C. 103(a) as being unpatentable 
over Sakie et al ( JP3072446). 

The rejection of Claims 1-25 under 35 U.S.C. 103(a) as being unpatentable over 
Sakie et al ( JP3072446) has been maintained for the reasons of the record on 
09/06/06. 

The reiection of Claims 1-25 under 35 U.S.C. 103(a) as being unpatentable 
over Sakie et al ( JP3223236). 

The rejection of Claims 1-25 under 35 U.S.C. 103(a) as being unpatentable over 
Sakie et al ( JP3223236) has been maintained for the reasons of the record on 
09/06/06. 



Applicants' Argument 

2. . Applicants argue the following issues: 

a. None of the prior art disclose adding the optically active diacyltartaric 
acid beforehand in the acid aqueous solution; the state of slurry of the 
recovered optically active diacyltartaric acid , the state of slurry of the 
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recovered optically active diacyltartaric acid , the quality of the recovered 
optically active diacyltartaric acid, nor recycling the recovered optically 
active diacyltartaric acid . 

The applicants' argument have been noted, but these arguments are not persuasive. 
First, with respect to the first argument, the Examiner has noted applicants* 

argument. However. Sakie et al ( JP3072446) does disclose the preparation of 

dibenzoyl-D-tartaric acid in the following example 5: 

I06.dg oC the «aJt ©f (S)*l.2xlianiiEK}propano and dibeRioj^i'IHartark ««W having «n 
optical purity «f 91Km was added into S&Oinl of water, and ihen stinwi fi»r 1 hour at 
70X^. AiUr addition of fcho «J4, the mixture was cootcd to 30t:, tafcmir 5 hour*. Tbo 
precipitated crystal was taken out thjrougjh filtratwn and dried to obtain 94»4g of a salt 
of (S)''l,2-dianunQpropane and dibenzoyl'D^taitairlc acid. Hiis salt was added into 
20Sml of 9% hydroeUme acid aqu«ouB solutloo, taMng 3 hours. The iaixtui« was stlrr^Hl 
&r 1 hour, to p}«dpitate dibansoyl'D^tartarie add were ooUeeted by filtration and rinfiad 
with water. A6e of fiO% sodium hydroxide aqueoua aolution waa added into the filtrate 
and the rinatng liquid for basic sdutioa, and then distilled in atmoapheric presEure to 
obtain 1&.3« of a fraction of ll&ai6 X . Water content of the obtained 
(S)* l«S^diaminopitQpane was 16H(yte]d 80%). The optical purity was 98Kee. 

Similarly, the second Sakie et al ( JP3223236) discloses the preparation of di-p- 
toluoyl-D-tartaric acid in the following example 5: 

99.8g of the salt of (S)*l,2*dia]mnopropane and drp-toluoyl*D' tartaric acid having an 
optical purity of 97%ee waa added into 205ml of 9% hydrocloric acid aqueous solution^ 
taking 3 hours. After addition of the salt, the mixture was stirred for 1 hour, to 
precipitate di p toluoyl D-tartaric acid were collected by filtration and rinsed with water« 
56g of 50% sodium hydroxide aqueous solution was added into the filtrate and the 
rinsing liquid for basic solution, and then distilled in atmospheric pre$$ure to obtain 
15,3g of a fi-action of 115-118t:. Water content of the obtained OS)* 1,2'diaminopropane 
was i5%(yield 80%). The optical purity was 97%ee. 



With respect to the optically active diacyltartaric acid being added beforehand in 
the acid aqueous solution, the prior art is silent . However, it has been held that merely 
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reversing the order of tlie steps in a multi-step process is not a patentable modification 
absent unexpected or unobvious results. Ex Parte Rubin. 128 USPQ 440 (P.O.B.A. 
1959). Cohn v. Comr .Patents, 251 F. supp. 437, 148 USPQ 486 (D.C. 1966). 
Therefore, it would have been obvious to the skilled artisan in the art to be reverse the 
steps as an alternative so as to find out which procedure would be an optimal one. 

Concerning the lack of the recycling the recovered optically active diacyltartaric 
acid into the optical resolution step. This is directly related to the optimization process. 
In order to save the time and the economy of the process, it would have been obvious 
to the skilled artisan in the art to recycle the recovered optically active diacyltartaric 
acid into the optical resolution step. 

Although applicants have discussed the difference between the prior art and the 
claimed invention reasonably, the examiner recommends to file the declaration in which 
the examples of the prior art and the claimed invention are to be compared with a side- 
by-side format in order to present the unexpected results. Until then, the prior art are still 
applicable to the 103 rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas McKenzie can be reached on 571-272-0670. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Taylor Victor Oh, MSD.LAC 
Primary Examiner 
Art Unit: 1625 



